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DETAILED ACTION

Claim(s) 68-71, 73-105, 107-109, 111, 112-134 are allowed.

REASONS FOR ALLOWANCE

The following is an examiner’s statement of reasons for allowance:

Examiner finds applicant’s representative's argument dated 9/18/2012 persuasive for
reason of allowance. The applicant’s claim amendment(s) are persuasive in indication
of allowable subject matter: The conducted search on new claim(s) does not teach nor
suggest applicant’s claim limitation element of: “Using Elliptical Cryptography to
generate updated secret value based on scalar multiple of first elliptical curve point ", as
described in amended independent claim(s) on 9/18/2012. Further newly added
claim(s) perform the same functionality of method steps and system steps as allowed

before on 6/22/2012, the new set of claim(s) are directed towards non - transitory

computer - readable medium.

Updated search does not teach or fairly suggest the claimed limitations.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”
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Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Viral Lakhia whose telephone number is (571) 270 -
3363. The examiner can normally be reached on 8:00-5:30 Mon-Fri.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Nathan Flynn can be reached on (571) 272-1915. The fax phone number
for the organization where this application or proceeding is assigned is 703-872-9306.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see hiip:/pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

/Viral S Lakhia/

Examiner, Art Unit 2431
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Address form PTO/SB/122) attached.

[ ]"Fee Address" indication (or "Fee Address" Indication form g) its}izrléiln;ft(())rfni mgigl: iﬁ?)liﬂgvtﬁlfna;nl?i?fertg 2
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer B e1st tored pat }t/ tt & ts. If po 3
Number is required. registered patent attorneys or agents. If no name is

listed, no name will be printed.
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Certicom Corp. Mississauga, Ontario, Canada
Please check the appropriate assignee category or categories (will not be printed on the patent) : [ ] Individual [X] Corporation or other private group entity [ ] Government
4a. The following fee(s) are submitted: 4b. Payment of Fee(s):

[X] Issue Fee [ 1A check in the amount of the fee(s) is enclosed.

[X] Publication Fee (No small entity discount permitted) [ ]Payment by credit card. Form PTO-2038 is attached.

[ ]Advance Order - # of Copies [X] The Director is hereby authorized to charge the required fee(s), or credit any overpayment, to
Deposit Account Number 06-1050

5. Change in Entity Status (from status indicated above)

[ ]a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. [ 1b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
The Director of the USPTO is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above.
NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature /Michael K. Henry/ Date February 6, 2013

Typed or printed name Michael K. Henry, Ph.D. Registration No. 59,516

90660045



Attorney Docket No.: 29907-0037001 /35404-US-PAT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Daniel R. L. Brown et al. Art Unit 2431
Serial No. : 11/336,814 Examiner : Viral S. Lakhia
Filed : January 23, 2006 Confirmation No.: 1834
Notice of Allowance Date: November 8, 2012
Title : ELLIPTIC CURVE RANDOM NUMBER GENERATION
MAIL STOP ISSUE FEE
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

COMMENTS ON EXAMINER'S REASONS FOR ALLOWANCE

Applicant recognizes that in accordance with M.P.E.P. § 1302.14, the Examiner’s reasons
for allowance need not set forth all of the details as to why the claims are allowed.

Applicant does not concede that the Examiner’s stated reasons for allowance are the only
reasons for which the claims are allowable. The claims may be allowable for other reasons as
well. In particular, Applicant does not concede that all of the limitations identified by the
Examiner are necessary to distinguish the prior art of record or to satisfy the requirements of 35
U.S.C. § 112. In addition, the Examiner does not assert, and Applicant would not concede, that
the Examiner’s reasons have any bearing on the patentability of claims in any other applications
directed to the disclosed subject matter.

In addition, each dependent claim stands on its own and is allowable on its own merits.
In particular, each dependent claim may be allowable on the basis of a combination of some of
the features recited in the dependent claim and its base claim(s), which combination of features
may not include all of the limitations identified in the Examiner’s reasons for allowance.

Please apply any charges or credits related to this paper to our Deposit Account No. 06-
1050.



Applicant : Daniel R. L. Brown et al.

Serial No. : 11/336,814
Filed : January 23, 2006
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Date: February 6, 2013

Customer Number 94149
Fish & Richardson P.C.
Telephone: (214) 747-5070
Facsimile: (877) 769-7945

90660037

Attorney’s Docket No.: 29907-0037001 / 35404-US-
PAT

Respectfully submitted,

/Michael K. Henry/
Michael K. Henry, Ph.D.
Reg. No. 59,516
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




Attorney Docket No.: 29907-0037001 /35404-US-PAT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Daniel R. L. Brown et al. Art Unit 2431
Serial No. : 11/336,814 Examiner : Viral S. Lakhia
Filed : January 23, 2006 Confirmation No.: 1834
Notice of Allowance Date: November 8, 2012
Title : ELLIPTIC CURVE RANDOM NUMBER GENERATION
MAIL STOP ISSUE FEE
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO NOTICE OF ALLOWANCE

In response to the Notice of Allowance mailed November 8, 2012, enclosed is a
completed Part B - Fee(S) Transmittal.

Examiner Interview Summary. An Examiner-initiated interview was conducted on 27
September 2012. Examiner Viral Lakhia and the Assignee’s representative Michael K. Henry
participated. During the interview, the Assignee’s representative confirmed that new claims had
been added to the application, and the Examiner stated that all claims presented in the
amendment filed September 18, 2012 would be examined. No formal agreement was reached
during the interview.

The issue fee and publication fees in the amount of $2070 are being paid concurrently
herewith. In addition, please apply any other necessary charges or credits to Deposit

Account 06-1050, referencing the above attorney docket number.

Respectfully submitted,

Date:_February 6, 2013 [Michael K. Henry/
Michael K. Henry, Ph.D.
Reg. No. 59,516

Customer Number 94149
Fish & Richardson P.C.
Telephone: (214) 747-5070
Facsimile: (877) 769-7945

90660044
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
11/336,814 03/12/2013 8396213 29907-0037001 1834
94149 7590 02/20/2013
Fish & Richardson PC
P.O.Box 1022

Minneapolis, MN 55440

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 1283 day(s). Any patent to issue from the above-identified application will
include an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Daniel R. I.. Brown, Mississauga, CANADA;
Scott A. Vanstone, Campbellville, CANADA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)



Attorney Docket No.: 29907-0037001 /35404-US-PAT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Daniel R. L. Brown et al. Art Unit : 2431

Patent No. : 8,396,213 Examiner : Viral S. Lakhia
Issue Date : March 12, 2013 Conf. No. : 1834

Serial No. : 11/336,814

Filed : January 23, 2006

Title : ELLIPTIC CURVE RANDOM NUMBER GENERATION

Attention Certificate of Corrections Branch

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

TRANSMITTAL OF REQUEST FOR CERTIFICATE OF CORRECTION

Applicant hereby requests that a certificate of correction be issued for the above patent in
accordance with the attached request.

One or more of the errors sought to be corrected were made by applicant. The fees in the
amount of $100 are being paid concurrently herewith.

Please apply any other necessary charges or credits to Deposit Account 06- 1050,
referencing the above attorney docket number.

Respectfully submitted,

Date: May 1, 2013 /Michael K. Henry/
Michael K. Henry, Ph.D.
Reg. No. 59,516

Customer Number 94149
Fish & Richardson P.C.
Telephone: (214) 747-5070
Facsimile: (877) 769-7945

90684992



PTO/SB/44 (09-07)
Approved for use through 08/31/2013. OMB 0651-0033
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.
(Also Form PTO-1050)

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION

Page 1 of 1
PATENT NO. : 8,396,213
APPLICATION NO.: 11/336,814

ISSUE DATE: : March 12, 2013

INVENTOR(S) : Scott Alexander Vanstone

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent
is hereby corrected as shown below:

First Page, Column 2 (Other Publications), Line 1: Delete "correctnes" and insert — correctness --, therefor.

Column 10, Line 43, Claim 47: Delete "ellptic" and insert -- elliptic --, therefor.

MAILING ADDRESS OF SENDER (Please do not use customer number below):

Fish & Richardson, P.C.

P.O. Box 1022

Minneapolis, MN 55440

This collection of information is required by 37 CFR 1.322, 1.323, and 1.324. The information is required to obtain or retain a benefit by the public which is to file
(and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 1.0 hour to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any

comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED

FORMS TO THIS ADDRESS. SEND TO: Attention Certificate of Corrections Branch, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
90684993 American LegalNet, Inc.

www.FormsWorkflow.com
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




Attorney Docket No.: 29907-0037001 /35404-US-PAT

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Daniel R. L. Brown et al. Art Unit : 2431

Patent No. : 8,396,213 Examiner : Viral S. Lakhia
Issue Date : March 12, 2013 Conf. No. : 1834

Serial No. : 11/336,814

Filed : January 23, 2006

Title : ELLIPTIC CURVE RANDOM NUMBER GENERATION

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 C.F.R. § 1.705(d)

Patentees hereby request reconsideration of the Patent Term Adjustment (PTA) accorded
the above-referenced patent. Reconsideration of the final PTA calculation to increase total PTA
from 1,283 days to 1,934 days is respectfully requested. In the alternative, Patentees request that
total PTA be increased from 1,283 days to 1,408 days.

“A Delays” are defined as delays by the U.S. Patent and Trademark Office (PTO) under
35 US.C. § 154(b)(1)(A), which guarantees prompt PTO response. “B Delays” are defined as
delays by the PTO under 35 U.S.C. § 154(b)(1)(B), which guarantees no more than three year
application pendency. Patentees respectfully submit that the Office did not apply the proper
standard for determining the period of “B Delay” under 35 U.S.C. § 154(b)(1)(B).

REVIEW OF PATENT TERM ADJUSTMENT CALCULATION

Applicant Delay

A reply to an Office Action was due on or before September 23, 2009 (the date that is
three months after June 23, 2009, the date on which the Office Action was mailed). Patentees
filed a response to the Office Action on October 23, 2009, thereby according an Applicant Delay
of 30 days. Patentees do not dispute the PTO’s calculation for this Applicant Delay from
September 24, 2009 (the day after the date that is three months after the date on which the Office
Action was mailed), to October 23, 2009. See 37 C.F.R. § 1.704(Db).

Patentees filed an Information Disclosure Statement on December 10, 2009, subsequent

to a reply filed on October 23, 2009. Patentees were accorded a delay of 48 days for a



Applicant : Daniel R. L. Brown et al. Attorney’s Docket No.: 29907-0037001 / 35404-US-

Patent No. : 8,396,213 PAT
Issued : March 12, 2013

Serial No. : 11/336,814

Filed : January 23, 2006

Page : 20f7

supplemental response. Patentees do not dispute the PTO’s calculation for this Applicant Delay
from October 24, 2009, to December 10, 2009. See 37 C.F.R. § 1.704(c)(8).

A reply to an Office Action was due on or before November 23, 2010 (the date that is
three months after August 23, 2010, the date on which the Office Action was mailed). Patentees
filed a response to the Office Action on February 23, 2011, thereby according an Applicant
Delay of 92 days. Patentees do not dispute the PTO’s calculation for this Applicant Delay from
November 24, 2010 (the day after the date that is three months after the date on which the Office
Action was mailed), to February 23, 2011. See 37 C.F.R. § 1.704(b).

Patentees filed a Supplemental Reply on February 24, 2011, subsequent to a reply filed
on February 23, 2011. Patentees were accorded a delay of 1 day for a supplemental response.
Patentees do not dispute the PTO’s calculation for this Applicant Delay from
February 24, 2011, to February 24, 2011. See 37 C.F.R. § 1.704(c)(8).

A reply to an Office Action was due on or before July 15, 2011 (the date that is three
months after April 15, 2011, the date on which the Office Action was mailed). Patentees filed a
response to the Office Action on August 15, 2011, thereby according an Applicant Delay of
31 days. Patentees do not dispute the PTO’s calculation for this Applicant Delay from
July 16, 2011 (the day after the date that is three months after the date on which the Office
Action was mailed), to August 15, 2011. See 37 C.F.R. § 1.704(b).

Patentees filed an Information Disclosure Statement on September 29, 2011, subsequent
to a reply filed on August 15, 2011. Patentees were accorded a delay of 45 days for a
supplemental response. Patentees do not dispute the PTO’s calculation for this Applicant Delay
from August 16, 2011, to September 29, 2011. See 37 C.F.R. § 1.704(c)(8).

In view of the periods of Applicant Delay detailed above, the total Applicant Delay for
this patent should be calculated as 247 days (i.e., the sum of 30 days, 48 days, 92 days, 1 day,
31 days, and 45 days).

“A Delay”
A first PTO action was due on or before March 23, 2007 (the date that is fourteen months

after January 23, 2006, the date on which the application was filed). The PTO mailed the first
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non-final Office Action on June 23, 2009, thereby according a PTO Delay of 823 days.
Patentees do not dispute the PTO’s calculation for this “A Delay” from March 24, 2007 (the day
after the date that is fourteen months after the date on which the application was filed), to

June 23, 2009. See 37 C.F.R. §§ 1.702(a)(1) and 1.703(a)(1).

A PTO action was due on or before February 23, 2010 (the date that is four months after
October 23, 2009, the date on which a response to Office Action was filed). The PTO mailed a
non-final Office Action on March 22, 2010, thereby according a PTO Delay of 27 days.
Patentees do not dispute the PTO’s calculation for this “A Delay” from February 24, 2010 (the
day after the date that is four months after the date on which a response to Office Action was
filed), to March 22, 2010. See 37 C.F.R. §§ 1.702(a)(2) and 1.703(a)(2).

A PTO action was due on or before August 22, 2010 (the date that is four months after
April 22, 2010, the date on which a response to Office Action was filed). The PTO mailed a
final Office Action on August 23, 2010, thereby according a PTO Delay of 1 day. Patentees do
not dispute the PTO’s calculation for this “A Delay” from August 23, 2010 (the day after the
date that is four months after the date on which a response to Office Action was filed), to
August 23, 2010. See 37 C.F.R. §§ 1.702(a)(2) and 1.703(a)(2).

A PTO action was due on or before December 15, 2011 (the date that is four months after
August 15, 2011, the date on which a response to Office Action was filed). The PTO mailed a
final Office Action on March 22, 2012, thereby according a PTO Delay of 98 days. Patentees do
not dispute the PTO’s calculation for this “A Delay” from December 16, 2011 (the day after the
date that is four months after the date on which a response to Office Action was filed), to
March 22, 2012. See 37 C.F.R. §§ 1.702(a)(2) and 1.703(a)(2).

In view of the periods of “A Delay” detailed above, the total “A Delay” for this patent
should be calculated as 949 days (i.c., the sum of 823 days, 27 days, 1 day, and 98 days).

“B Delay”
There is no dispute that the Office failed to issue a patent within three years of the filing

date of the application and that Patentees are entitled to “B Delay” to compensate for that Office

delay. The only issue in contention is the correct length of the “B Delay” period.
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“B Delays” are defined as delays by the PTO under 35 U.S.C. § 154(b)(1)(B), which
guarantees no more than three year application pendency. The period beginning on
January 24, 2009 (the day after the date that is three years after the date on which the application
was filed), and ending March 12, 2013 (the date the patent was issued), is 1,509 days in length.
The “PTA 36 Months” entry in the PAIR/PALM system indicates that a total of 760 days were
awarded for “B Delay” for this patent. The PTO excluded from “B Delay” the number of days
corresponding to the period beginning on February 23, 2011 (the date on which a request for
continued examination was first filed) and ending on March 12, 2013 (the date the patent was
issued). Patentees respectfully submit that the PTO’s calculation of this “B Delay” is incorrect.

Patentees respectfully contest the “B Delay” calculation on the following two alternative

bases.

(i) Primary Argument: PTO erred by reducing PTA based on a request for continued
examination filed after the 3-year “guaranteed” deadline

According to the decisions in Exelixis, Inc. v. Kappos, No. 1:12-cv-96 (E.D. Va.
November 1, 2012) and Novartis v. Kappos, No. 1:10-cv-01138 (D.D.C. November 15, 2012),

a Request for Continued Examination operates to toll the three year “guaranteed” deadline of
35 US.C. § 154(b)(1)(B) only if it is filed within three years of the application filing date.

If filed after the three year deadline has passed, a Request for Continued Examination has no
impact on PTA.

For the present patent, no Request for Continued Examination was filed during the first
three years of application pendency. The Requests for Continued Examination filed on
February 23, 2011, and September 18, 2012, therefore do not operate to reduce the “B Delay”
award. As aresult, the patent is entitled to 1,509 days of “B Delay”, measured from
January 24, 2009 (the day after the date that is three years after the date on which the application
was filed) to March 12, 2013 (the date the patent was issued).
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(ii) Secondary Argument: PTO erred by counting the time between the notice of allowance and
the patent issue date as “time consumed by continued examination of the application™

This subsection presents an alternative calculation of “B Delay” in the event that the
argument in subsection (i) above is deemed unpersuasive.

The Examiner’s mailing of a Notice of Allowance on November &, 2012, closed
examination of the application on that date. Section 154(b)(1)(B)(1) of Title 35 excludes from
“B Delay” “time consumed by continued examination of the application.” The statute does not
provide for exclusion from “B Delay” of time from the mailing of a Notice of Allowance until
issuance (a period during which continued examination did not occur). Thus, no continued
examination took place during the 125 day period from November 8, 2012 (the mailing date of
the Notice of Allowance) until March 12, 2013 (the date the patent was issued). Accordingly,
125 days of “B Delay” should have been included in addition to the 760 days accorded by the
Director, for a total “B Delay” of 885 days.

Overlap of “A Delay” and “B Delay”

To the extent that the periods of delay overlap, the period of any term adjustment shall
not exceed the actual number of days the issuance of the patent was delayed.
35 US.C. § 154(b)(2)(A). In view of the remarks above, the period of overlap of “A Delay” and
“B Delay” should be calculated as follows. The primary argument below is based on the
“B Delay” presented in subsection (i) above. The secondary argument below is based on the

“B Delay” presented in subsection (ii) above.

(i) Primary Argument: PTO erred by reducing PTA based on a request for continued
examination filed after the 3-year “guaranteed” deadline
As detailed above, 949 days of “A Delay” accumulated during the following periods:
March 24, 2007, to June 23, 2009;
February 24, 2010, to March 22, 2010;
August 23, 2010, to August 23, 2010; and
December 16, 2011, to March 22, 2012.
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As detailed above, 1,509 days of “B Delay” accumulated during the following period:
January 24, 2009, to March 12, 2013.
As such, the periods of “A Delay” and “B Delay” overlap (i.e., occur on the same
calendar day) for a total of 277 days, from January 24, 2009, to June 23, 2009,
February 24, 2010, to March 22, 2010, August 23, 2010, to August 23, 2010, and
December 16, 2011, to March 22, 2012.

(ii) Secondary Argument: PTO erred by counting the time between the notice of allowance and
the patent issue date as “time consumed by continued examination of the application™
As detailed above, 949 days of “A Delay” accumulated during the following periods:
March 24, 2007, to June 23, 2009;
February 24, 2010, to March 22, 2010;
August 23, 2010, to August 23, 2010; and
December 16, 2011, to March 22, 2012.
As detailed above, 885 days of “B Delay” accumulated during the following periods:
January 24, 2009, to February 23, 2011; and
November 8, 2012, to March 12, 2013.
As such, the periods of “A Delay” and “B Delay” overlap (i.e., occur on the same
calendar day) for a total of 179 days, from January 24, 2009, to June 23, 2009,
February 24, 2010, to March 22, 2010, and August 23, 2010, to August 23, 2010.

Terminal Disclaimer

This patent is not subject to a terminal disclaimer.

Conclusion

In consideration of the events described above, Patentees believe the PTA calculation of
1,283 days is incorrect. As such, Patentees respectfully request reconsideration of the PTA in the
following alternative manners. The primary argument below is based on the “B Delay”
presented in subsection (i) above. The secondary argument below is based on the “B Delay”

presented in subsection (ii) above.
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(i) Primary Argument: PTO erred by reducing PTA based on a request for continued
examination filed after the 3-year “guaranteed” deadline

1) Total PTO Delay should be calculated as 2,181 days (i.e., the sum of 949 days of
“A Delay” and 1,509 days of “B Delay” minus 277 days of overlap);

2) Total Applicant Delay should be calculated as 247 days; and

3) Total PTA should be calculated as 1,934 days.

(ii) Secondary Argument: PTO erred by counting the time between the notice of allowance and
the patent issue date as “time consumed by continued examination of the application™

1) Total PTO Delay should be calculated as 1,655 days (i.e., the sum of 949 days of
“A Delay” and 885 days of “B Delay” minus 179 days of overlap);

2) Total Applicant Delay should be calculated as 247 days; and
3) Total PTA should be calculated as 1,408 days.

The fee of $200 required under 37 C.F.R. § 1.18(¢) is being submitted herewith. Please

apply any other required charges or credits to Deposit Account No. 06-1050, referencing attorney
docket number 29907-0037001.
Respectfully submitted,

Date: May 7, 2013 /Michael K. Henry/
Michael K. Henry, Ph.D.
Reg. No. 59,516

Fish & Richardson P.C.
Customer Number 94149
Telephone: (214) 747-5070
Facsimile: (877) 769-7945

60838496.doc
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